Modification of the ISTC Patent Support Program application form

Substance of modification

· To request patenting financial support the applicant has to submit to the ISTC not only Record of Invention (which should be done in any case according to Project Agreement) but also a separate application form (attached). This form should be submitted by the owner of Intellectual Property (IP), which is usually a recipient institute.

· The decision to provide patenting financial support will be made for applications that convincingly demonstrate that IP owner:

- has identified commercial value of this property,

- has intention to exploit it,

- made appropriate efforts to investigate opportunities,

- wisely selected the form of IP protection. 

· Patentability of invention is not considered while reviewing the application.

· Answers to application form questions allow getting certain opinion on meeting described criteria by applicant. Following is a scope of information included to the application form:

- Clear identification of IP object(s) to be protected by patent.

- Commercial justification of patent form for IP object protection:

- Justification of countries where it is worth pursuing national patent.

- Interest of Financing Party / Collaborator to support filing of national patent application in its territory.

Explanation and general consideration

The ISTC Patenting Support Program is targeted to facilitate national patenting by providing financial support to recipient institutions to cover initial costs of patenting with the general objective to protect Intellectual Property created under ISTC funded projects.

It is important to remember that the whole international system of Intellectual Property Rights (IPR) with complicated and expensive procedures was developed and exists with the only goal in mind: to provide best opportunity for IP owners to gain income from their creative products. Being a combination of technological, institutional, legal, and moral aspects the IPR matters are primarily business issues.

The opportunities provided by IPR system are limited by time and by location (e.g. patent should be obtained in each country of potential use, “international” priority is generally valid for 12 months, after patent publication it becomes public asset, patenting is not always the best option for IPR protection, etc). Therefore options for IPR application and protection should be carefully analyzed, wisely selected and justified not to loose those opportunities. 

The selection of protection form for IPR created under ISTC funded projects is also primarily a business decision and should be based not only on technological but on commercial analysis as well. Otherwise the likelihood to loose opportunities by both IP owner and Funding Party is getting rather high.

That is why the ISTC while providing patenting financial support should be convinced that IP owner intentions are justified. The questioner in patent support application form, on the one hand, could be considered as guidance for IP owner on appropriate aspects of the analysis and, on the other hand, it provides sufficient information for the judgment regarding financial support of application.

It should be emphasized that questioner does not assume comprehensive analysis of the whole process for IP commercialization but anyway requires some efforts to investigate the situation.

It is understood that inventor or researchers team are not always in a position to perform even a preliminary analysis.  Apparently, this activity should be performed with considerable support of IP owner (institute) with allocation of sufficient experts and recourses. Eventually, the IP owner will be the beneficiary of IP exploitation. In case when outsourcing is required for some aspects of such analysis both project and institute funds could be used for that. In case of well-prepared application the ISTC Patent Support Program will reimburse these expenses (as well as others).

Actually the owner of IP created under ISTC funded project may file patent application with no ISTC support (the cost of national application is relatively small).  But we encourage both institutes and inventors to utilize the IPR system for its main intent – to gain income from creative products. The experience demonstrates that the lack of preliminary analysis of IP commercial  prospects leads usually to a lost of opportunities.

At the same time well-prepared applications may consider assistance not only from Patent Support Program but also from the created in the ISTC system of technology commercialization. Besides new U.S. process to protect and exploit IP created under the ISTC funded projects provides additional opportunities to gain income from the result of creative activity.

The modified patenting support application form actually assumes to encourage both recipient institutes and experts to more respective attitude to the creative results and to more thoughtful implementation of these results that ultimately would lead to sustainability.

